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DETAILED ACTION 

Response to Arguments 

1 . In view of the Appeal Brief filed on 07/1 2/201 0, PROSECUTION IS HEREBY 
REOPENED. A new ground of rejection is set forth below. 

To avoid abandonment of the application, appellant must exercise one of the 
following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a reply 
under 37 CFR 1 .1 13 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41 .31 followed 
by an appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and 
appeal brief fee can be applied to the new appeal. If, however, the appeal fees set forth 
in 37 CFR 41 .20 have been increased since they were previously paid, then appellant 
must pay the difference between the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by 
signing below: 

/Brian T Pendleton/ 

Supervisory Patent Examiner, Art Unit 2425. 

Drawings 

2. The drawings are objected to under 37 CFR 1 .83(a) because they fail to show 
details for reference numbers as described in the specification. Any structural detail 
that is essential for a proper understanding of the disclosed invention should be shown 
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in the drawing. MPEP § 608.02(d). Corrected drawing sheets in compliance with 37 
CFR 1 .121(d) are required in reply to the Office action to avoid abandonment of the 
application. Any amended replacement drawing sheet should include all of the figures 
appearing on the immediate prior version of the sheet, even if only one figure is being 
amended. The figure or figure number of an amended drawing should not be labeled as 
"amended." If a drawing figure is to be canceled, the appropriate figure must be 
removed from the replacement sheet, and where necessary, the remaining figures must 
be renumbered and appropriate changes made to the brief description of the several 
views of the drawings for consistency. Additional replacement sheets may be necessary 
to show the renumbering of the remaining figures. Each drawing sheet submitted after 
the filing date of an application must be labeled in the top margin as either 
"Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121 (d). If the changes are 
not accepted by the examiner, the applicant will be notified and informed of any required 
corrective action in the next Office action. The objection to the drawings will not be held 
in abeyance. 



Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1, 2, 4, 5, 8, and 13 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 
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5. Claim element "means for communicating", "means for receiving", "means for 
processing", "means for generating", "means for purchasing" are a means (or step) plus 
function limitation that invokes 35 U.S.C. 112, sixth paragraph. However, the written 
description fails to disclose the corresponding structure, material, or acts for the claimed 
function. In the specification, several paragraphs mention communicating, receiving, 
processing, generating information. However, the specification does not teach how it is 
being done or there is no corresponding algorithm disclosed for these functions. 
Applicant is required to: 

(a) Amend the claim so that the claim limitation will no longer be a means (or 
step) plus function limitation under 35 U.S.C. 112, sixth paragraph; or 

(b) Amend the written description of the specification such that it expressly 
recites what structure, material, or acts perform the claimed function without introducing 
any new matter (35 U.S.C. 132(a)). 

If applicant is of the opinion that the written description of the specification 
already implicitly or inherently discloses the corresponding structure, material, or acts so 
that one of ordinary skill in the art would recognize what structure, material, or acts 
perform the claimed function, applicant is required to clarify the record by either: 

(a) Amending the written description of the specification such that it expressly 
recites the corresponding structure, material, or acts for performing the claimed function 
and clearly links or associates the structure, material, or acts to the claimed function, 
without introducing any new matter (35 U.S.C. 132(a)); or 
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(b) Stating on the record what the corresponding structure, material, or acts, 
which are implicitly or inherently set forth in the written description of the specification, 
perform the claimed function. For more information, see 37 CFR 1 .75(d) and MPEP §§ 
608.01(0) and 2181. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1, 2, 4-8, and 10-13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US PG Pub 2002/0170053 to Peterka et al (hereafter referenced as 
Peterka) in view of US Patent 6,697,489 to Candelore et al (hereafter referenced as 
Candelore) and US PG Pub 2003/0140348 to Stewart (hereafter referenced as 
Stewart). 

Regarding claim 1, "an access device" reads on the client computer that 
receives the free preview of a program before deciding to order the program 
(abstract) disclosed by Peterka and represented in Fig. 1 (element 112). 

As to "device comprising: means for communicating an impulse purchase 
selection to a service provider" Peterka discloses (U0047, U0090) that the server 
system provides a free preview of the initial portion of the program, where after 
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watching the preview, user decides to purchase the program content (IPPV) as 
represented in Fig. 5 (element 512). 

As to "means for receiving an authorization key transmitted by the service 
provider in response to the impulse purchase selection" Peterka discloses 
010086, 1J0090, 1f0095-1f0101 , claim 10) that the key is provided by a server in 
response to the purchase request received from client computer as represented 
in Fig. 5. 

As to "means for receiving a program associated with the impulse 
purchase selection" Peterka discloses 010090, 1J0132) that the requested 
program content is distributed to the client computer as represented in Fig. 5 
(element 520) and Fig. 16B. 

As to "means for processing the received program using the authorization 
key" Peterka discloses 010090) that the user is provided with the key that is used 
to decrypt the encrypted programming content transmitted to client computer as 
represented in Fig. 6 (element 616). 

As to "wherein the access device transmits the billing record to the service 
provider" Peterka discloses 010047) that the client computer stores a record of 
the impulse PPV and transmits the billing record to the service provider at a later 
time. 

Peterka meets all the limitations of the claim except "communicating to a 
service provider using an out of band frequency which is different than content 
providing frequencies." However, Candelore discloses (col. 8, lines 37-48) that 
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the set top unit uses out-of-band frequency transmitter, which is different than the 
content received, to deliver request to head-end for IPPV program as 
represented in Fig. 8 (element 721 ). Therefore, it would have been obvious to 
one of the ordinary skills in the art at the time of the invention to modify Peterka's 
system by using out-of-band frequency to communicate between STB and head- 
end as taught by Candelore in order to separate two different kinds of data from 
the stream. 

Combination of Peterka and Candelore meets all the limitations of the 
claim except "generating a billing record in response to the receipt of the 
authorization key." However, Stewart discloses (H0023, H0039, 1J0041) that 
based on the request received from the user to view the programming, service 
provider generates authorization code and transmits it to the subscriber, where 
billing control system generates billing code when a user receives an 
authorization code as represented in Fig. 4 (elements 406-410). However, it 
would have been obvious because a person of ordinary skills in the art has only a 
finite number of predictable solutions within his or her technical grasp. 
Generating billing information after the authorization code has been received at 
the receiver is widely known and also taught by Stewart et al. One skilled in the 
art would have selected a receiver to generate a billing information after the 
authorization code is received is likely a product of ordinary skill and common 
sense, not of innovation. It would have been an obvious matter of design choice 
to use receiver, instead billing system, to generate billing information, since 
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applicant has not disclosed that using receiver to generate billing information 
solves any stated problem or is for any particular purpose and it appears that the 
invention would perform equally well with the billing system of Stewart. 

Regarding claim 2, "an access device comprising: means for indicating a 
desired impulse purchase selection" reads on the client computer that receives 
the free preview of a program before deciding to order the program (abstract) 
disclosed by Peterka and represented in Fig. 1 (element 112). Peterka further 
discloses 010047, 1J0090) that the server system provides a free preview of the 
initial portion of the program, where after watching the preview, user decides to 
purchase the program content (IPPV) as represented in Fig. 5 (element 512). 

As to "means for communicating the desired impulse purchase selection 
to a service provider" Peterka discloses (U0047, 1J0090) that the server system 
provides a free preview of the initial portion of the program, where after watching 
the preview, user decides to purchase the program content (IPPV) as 
represented in Fig. 5 (element 512). 

As to "means for receiving an authorization key transmitted to the access 
device, and specific to, the desired impulse purchase selection" Peterka 
discloses (U0086, 1J0090, H0095-1f0101 , claim 10) that the key is provided by a 
server for a requested program in response to the purchase request received 
from client computer as represented in Fig. 5. 
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As to "means for receiving the transmission of a desired program 
associated with the impulse purchase selection" Peterka discloses (110090, 
^0132) that the requested program content is distributed to the client computer 
as represented in Fig. 5 (element 520) and Fig. 16B. 

As to "means for processing the received program using the authorization 
key" Peterka discloses 010090) that the user is provided with the key that is used 
to decrypt the encrypted programming content transmitted to client computer as 
represented in Fig. 6 (element 616). 

As to "wherein the access device transmits the billing record to the service 
provider" Peterka discloses 0f0047) that the client computer stores a record of 
the impulse PPV and transmits the billing record to the service provider at a later 
time. 

Peterka meets all the limitations of the claim except "communicating to a 
service provider using an out of band frequency which is different than content 
providing frequencies." However, Candelore discloses (col. 8, lines 37-48) that 
the set top unit uses out-of-band frequency transmitter, which is different than the 
content received, to deliver request to head-end for IPPV program as 
represented in Fig. 8 (element 721 ). Therefore, it would have been obvious to 
one of the ordinary skills in the art at the time of the invention to modify Peterka's 
system by using out-of-band frequency to communicate between STB and head- 
end as taught by Candelore in order to separate two different kinds of data from 
the stream. 
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Combination of Peterka and Candelore meets all the limitations of the 
claim except "generating a billing record in response to the receipt of the 
authorization key." However, Stewart discloses (H0023, 1J0039, 1J0041) that 
based on the request received from the user to view the programming, service 
provider generates authorization code and transmits it to the subscriber, where 
billing control system generates billing code when a user receives an 
authorization code as represented in Fig. 4 (elements 406-410). However, it 
would have been obvious because a person of ordinary skills in the art has only a 
finite number of predictable solutions within his or her technical grasp. 
Generating billing information after the authorization code has been received at 
the receiver is widely known and also taught by Stewart et al. One skilled in the 
art would have selected a receiver to generate a billing information after the 
authorization code is received is likely a product of ordinary skill and common 
sense, not of innovation. It would have been an obvious matter of design choice 
to use receiver, instead billing system, to generate billing information, since 
applicant has not disclosed that using receiver to generate billing information 
solves any stated problem or is for any particular purpose and it appears that the 
invention would perform equally well with the billing system of Stewart. 

Regarding claim 4, "the access device wherein the means for receiving 
the authorization key receives the authorization key via an out of band frequency" 
Candelore discloses (col. 5, lines 40-45; col. 8, lines 8-65) that the service 
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provider transmits encrypted service key to the receiving device using out-of- 
band channel as represented in Fig. 8 (element 720). In addition, same 
motivation is used as rejection to claim 2. 

Regarding claim 5, "the access device wherein the means for 
communicating the desired impulse purchase utilizes a two way communications 
interface" Peterka discloses 0[0058) that the consumer-server connection is 
typically a 2-way connection as represented in Fig. 1 (element 100) and Fig. 2 
(element 206). 

Regarding claim 6, "the access device wherein the billing record 
transmitted to the service provider is transmitted via the two way communications 
interface" Peterka discloses 010058) that the consumer-server communication is 
a 2-way connection as represented in Fig. 1. 

Regarding claim 7, "an access device" reads on the client computer that 
receives the free preview of a program before deciding to order the program 
(abstract) disclosed by Peterka and represented in Fig. 1 (element 112). 

As to "comprising: a tuning and a communications unit for transmitting an 
impulse purchase message" Peterka discloses (U0047, U0090) that the server 
system provides a free preview of the initial portion of the program, where after 
watching the preview, user decides to purchase the program content (IPPV) as 
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represented in Fig. 5 (element 51 2). Peterka further discloses (U0036) that the 
user computer includes a communication system for transmitting/receiving data 
to/from the service provider as represented in Fig. 2 (element 206). 

As to "receiving an authorization key transmitted in response to the 
transmission of the impulse purchase message and associated with the impulse 
purchase program" Peterka discloses (H0086, 1J0090, H0095-H01 01 , claim 10) 
that the key is provided by a server in response to the purchase request received 
from client computer, where the key is associated with the service (IPPV) as 
represented in Fig. 5. 

As to "a controller and decoder unit responsive to the authorization key 
that formats a digital program into a video display" Peterka discloses (1J0090) that 
the client computer is provided with the key that is used to decrypt the encrypted 
programming content transmitted to client as represented in Fig. 6 (element 616). 

As to "wherein the access device transmits the billing record to the same 
location as the impulse purchase message" Peterka discloses (110047) that the 
client computer stores a record of the impulse PPV and transmits the billing 
record to the service provider at a later time. 

Peterka meets all the limitations of the claim except "communicating to a 
service provider using an out of band frequency which is different than content 
providing frequencies." However, Candelore discloses (col. 8, lines 37-48) that 
the set top unit uses out-of-band frequency transmitter, which is different than the 
content received, to deliver request to head-end for IPPV program as 
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represented in Fig. 8 (element 721). As to "a controller and decoder formats a 
digital program into a video display" Candelore discloses (col .4, lines 28-30) that 
the display device displays the processing digital video signals. Therefore, it 
would have been obvious to one of the ordinary skills in the art at the time of the 
invention to modify Peterka's system by using out-of-band frequency to 
communicate between STB and head-end as taught by Candelore in order to 
separate two different kinds of data from the stream. 

Combination of Peterka and Candelore meets all the limitations of the 
claim except "a billing generator which generates a billing record in response to 
the receipt of the authorization key." However, Stewart discloses (U0023, 1J0039, 
1J0041 ) that based on the request received from the user to view the 
programming, service provider generates authorization code and transmits it to 
the subscriber, where billing control system generates billing code when a user 
receives an authorization code as represented in Fig. 4 (elements 406-410). 
However, it would have been obvious because a person of ordinary skills in the 
art has only a finite number of predictable solutions within his or her technical 
grasp. Generating billing information after the authorization code has been 
received at the receiver is widely known and also taught by Stewart et al. One 
skilled in the art would have selected a receiver to generate a billing information 
after the authorization code is received is likely a product of ordinary skill and 
common sense, not of innovation. It would have been an obvious matter of 
design choice to use receiver, instead billing system, to generate billing 
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information, since applicant has not disclosed that using receiver to generate 
billing information solves any stated problem or is for any particular purpose and 
it appears that the invention would perform equally well with the billing system of 
Stewart. 

Regarding claim 8, "a method of providing a secure means for purchasing 
an impulse purchase program" reads on the method using encryption keys to 
distribute program content (abstract) disclosed by Peterka and represented in 
Fig. 1 (element 112). 

As to "method comprising the steps of: communicating a message to a 
service provider means that indicates an impulse purchase selection" Peterka 
discloses (U0047, 1J0090) that the server system provides a free preview of the 
initial portion of the program, where after watching the preview, user decides to 
purchase the program content (IPPV) as represented in Fig. 5 (element 512). 

As to "receiving, at a receiver, authorization information transmitted in 
response to the communicated message, and specific to the impulse purchase 
program" Peterka discloses 010086, 1J0090, 1J0095-H0101, claim 10 ) tnat tne ke Y 
is provided by a server in response to the purchase request received from client 
computer, where the key is associated with the service (IPPV) as represented in 
Fig. 5. 
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As to "receiving, at a receiver, the impulse purchase program" Peterka 
discloses (U0090, H01 32) that the requested program content is distributed to the 
client computer as represented in Fig. 5 (element 520) and Fig. 16B. 

As to "processing the impulse purchase program in response to the 
authorization information" Peterka discloses (1J0090) that the user is provided 
with the key that is used to decrypt the encrypted programming content 
transmitted to client computer as represented in Fig. 6 (element 616). 

As to "transmitting the billing record from the receiver to the service 
provider" Peterka discloses (1f0047) that the client computer stores a record of 
the impulse PPV and transmits the billing record to the service provider at a later 
time. 

Peterka meets all the limitations of the claim except "using an out of band 
frequency which is different than content providing frequency." However, 
Candelore discloses (col. 8, lines 37-48) that the set top unit uses out-of-band 
frequency transmitter, which is different than the content received, to deliver 
request to head-end for IPPV program as represented in Fig. 8 (element 721). 
Therefore, it would have been obvious to one of the ordinary skills in the art at 
the time of the invention to modify Peterka's system by using out-of-band 
frequency to communicate between STB and head-end as taught by Candelore 
in order to separate two different kinds of data from the stream. 

Combination of Peterka and Candelore meets all the limitations of the 
claim except "generating a billing record at the receiver in response to the receipt 
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of the authorization key." However, Stewart discloses (H0023, 1J0039, 1J0041) 
that based on the request received from the user to view the programming, 
service provider generates authorization code and transmits it to the subscriber, 
where billing control system generates billing code when a user receives an 
authorization code as represented in Fig. 4 (elements 406-410). However, it 
would have been obvious because a person of ordinary skills in the art has only a 
finite number of predictable solutions within his or her technical grasp. 
Generating billing information after the authorization code has been received at 
the receiver is widely known and also taught by Stewart et al. One skilled in the 
art would have selected a receiver to generate a billing information after the 
authorization code is received is likely a product of ordinary skill and common 
sense, not of innovation. It would have been an obvious matter of design choice 
to use receiver, instead billing system, to generate billing information, since 
applicant has not disclosed that using receiver to generate billing information 
solves any stated problem or is for any particular purpose and it appears that the 
invention would perform equally well with the billing system of Stewart. 

Regarding claim 10, "the method wherein the receiving step comprises 
receiving the authorization via an out of band frequency" Candelore discloses 
(col.5, lines 40-45; col. 8, lines 8-65) that the service provider transmits encrypted 
service key to the receiving device using out-of-band channel as represented in 
Fig. 8 (element 720). In addition, same motivation is used as rejection to claim 8. 
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Regarding claim 11, "the method wherein the communicating step 
comprises communicating the message via a two way communications interface" 
Peterka discloses (1f0058) that the consumer-server connection is typically a 2- 
way connection as represented in Fig. 1 (element 100) and Fig. 2 (element 206). 

Regarding claim 12, "the method wherein the billing record is transmitted 
to the service provider via the two way communications interface" Peterka 
discloses 0I0058) that the consumer-server communication is a 2-way 
connection as represented in Fig. 1. 

Regarding claim 13, "a method of providing a secure means for 
purchasing an impulse purchase program" reads on the method using encryption 
keys to distribute program content (abstract) disclosed by Peterka and 
represented in Fig. 1 (element 112). 

As to "method comprising the steps of: selecting the desired impulse 
purchase program" Peterka discloses (1J0047, 1J0090) that the server system 
provides a free preview of the initial portion of the program, where after watching 
the preview, user decides to purchase the program content (IPPV) as 
represented in Fig. 5 (element 512). 
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As to "communicating the desired impulse purchase program selection to 
a service provider" Peterka discloses (1J0047, 1J0090) that the client contacts the 
server to request the programming content. 

As to "responding to the communicated impulse purchase program 
selection by transmitting an authorization code to the access device uniquely 
associated with the desired impulse purchase program" Peterka discloses 
fl[0086, 1J0090, 1f0095-1f0101 , claim 10) that the key is provided by a server in 
response to the purchase request received from client computer, where the key 
is associated with the service (IPPV) as represented in Fig. 5. 

As to "transmitting to the access device an impulse purchase program 
having an entitlement code" Peterka discloses (110123) that the program content 
sent to the client computer includes EMM and ECM. 

As to "transmitting the billing record from the access device to the service 
provider" Peterka discloses (110047) that the client computer stores a record of 
the impulse PPV and transmits the billing record to the service provider at a later 
time. 

As to "storing the authorization code associated with the desired impulse 
purchase program into a security module in the access device" Peterka discloses 
010086, 1J0090, U0095-U0101, claim 10) that the key is provided by a server to a 
client computer in response to the purchase request received from client 
computer, where the key is associated with the service (IPPV) as represented in 
Fig. 5. However, Peterka does not explicitly teach that the authorization code is 
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stored into a security module in the access device. However, Candelore 
discloses (col. 8, line 66-col.9, line 6) that the decoder receives the service key for 
each requested session is stored in the memory of the decoder as represented in 
Fig. 8 (element 735). 

As to "using an out of band frequency which is different than content 
providing frequency" Candelore discloses (col. 8, lines 37-48) that the set top unit 
uses out-of-band frequency transmitter, which is different than the content 
received, to deliver request to head-end for IPPV program as represented in Fig. 
8 (element 721). 

As to "an entitlement code associated with authorization code stored in the 
security module and decoding the entitlement code" Candelore discloses (col. 3, 
lines 49-61 ) that the program data received at the device includes EMM and 
ECM. Candelore further discloses (col.4, lines 35-56; col. 5, lines 30-34) that the 
device uses the stored key (authorization code) to match it with the entitlements 
processed from the received content stream. 

As to "comparing the entitlement code to the code stored in the security 
module to permit viewing of the impulse purchase program" Candelore discloses 
(col.4, lines 50-56) that when the scrambled program content is received in the 
device, the access requirement (entitlement code) of the program is compared to 
the entitlements stored in the device. Therefore, it would have been obvious to 
one of the ordinary skills in the art at the time of the invention to modify Peterka's 
system by using out-of-band frequency to communicate between STB and head- 
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end and compare the stored key with EMM of the stream as taught by Candelore 
in order to separate two different kinds of data from the stream and also to allow 
the viewer to view the correct requested IPPV programs (col. 2, lines 54-56). 

Combination of Peterka and Candelore meets all the limitations of the 
claim except "generating a billing record at the access device in response to the 
receipt of the authorization key." However, Stewart discloses (110023, U0039, 
^0041 ) that based on the request received from the user to view the 
programming, service provider generates authorization code and transmits it to 
the subscriber, where billing control system generates billing code when a user 
receives an authorization code as represented in Fig. 4 (elements 406-410). 
However, it would have been obvious because a person of ordinary skills in the 
art has only a finite number of predictable solutions within his or her technical 
grasp. Generating billing information after the authorization code has been 
received at the receiver is widely known and also taught by Stewart et al. One 
skilled in the art would have selected a receiver to generate a billing information 
after the authorization code is received is likely a product of ordinary skill and 
common sense, not of innovation. It would have been an obvious matter of 
design choice to use receiver, instead billing system, to generate billing 
information, since applicant has not disclosed that using receiver to generate 
billing information solves any stated problem or is for any particular purpose and 
it appears that the invention would perform equally well with the billing system of 
Stewart. 
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Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

• US Patent 6,725,459 to Bacon 

• US PG Pub 2003/0149988 to Ellis 

• US Patent 6,240,401 to Oren 

• US Patent 6,381 ,747 to Wonfor 

• US PG Pub 2001/001 3022 to Proidl 

• US Patent 5,727,065 to Dillon 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Pinkal R. Chokshi whose telephone number is (571) 
270-3317. The examiner can normally be reached on Monday-Friday 8 - 5 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian T. Pendleton can be reached on 571-272-7527. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Pinkal Chokshi/ 
Examiner, Art Unit 2425 

/Brian T Pendleton/ 

Supervisory Patent Examiner, Art Unit 2425 



